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DETAILED ACTION 

Election/Restrictions 

Applicants' election without traverse of Group I, claims 1-15 and 25-39 in the 
reply filed on July 1 , 2009 is acknowledged. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-15 and 25-39 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

First, claim 1 recites the limitation "the h 50 " in line 5 of said claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Second, part "b" of claim 1 is not clear especially the section of "and the h 50 value 
as determined from the cumulative breakthrough curve of a scanning electron 
microscope thickness count". 

Third, there is no unit for the roughness value recited in part "e" of instant claim 

1. 

Claims 2-15 and 25-39 are considered rejected based on depending on rejected 
claim 1. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9, 14-15, 26-30, 35-36, and 38-39 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over JP 2003-082258 to Katsuhiro et al. 

Because said reference is in Japanese, references have been made to 
paragraphs of the equivalent English translation of said document which is EP-1621586 
for convenience. 

Regarding claims 1-8 , Katsuhiro et al. disclose an aluminum flake pigment 
having excellent metallic luster, fine-grainedness and other advantages in which has an 
average thickness in the range of 0.025 urn (i.e. 25 nm) to 0.08 urn (i.e. 80 nm) and an 
average particle diameter (D 5 o) in the range of 8 urn to 30 urn (Abstract; [0008], [0017]- 
[0018], [0022]). This would result in an aspect ratio (i.e. d 5 o/h) of from 320 to 1200 
which more than the aspect ratio of 200 which is claimed. 

The reference clearly discloses that the pigment is obtained by grinding 
aluminum powder in an organic solvent in which the wet-grinding aluminum powder is 
prepared by an atomized method with a ball mill or the like (Abstract; [0012]). The 
reference, further, disclose the use of grinding assistant such as stearic acid or oleic 
acid (i.e. lubricant) ([0033]). 
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It is to be noted that there is substantially overlapping ranges of thickness and 
aspect ratio with the ones instantly claimed, and overlapping ranges have been held to 
establish prima facie obviousness. MPEP § 2144.05. 

It is to be noted that since the aluminum is grinded in a ball mill or similar mill 
using a grinding assistant such as a lubricant such as stearic acid or oleic acid, it is 
clear that said lubricant would be in touch with aluminum and "at least partially" coat the 
aluminum flakes absence clear evidence proving the contrary. 

With reference to water coverage of 40,000 to 130,000 cm 2 /g, relative width of 
the distribution of thickness, and roughness as calculated from the surface area and 
water coverage, it is to be noted that considering the fact that the reference discloses 
aluminum flake pigment which is expected to "at least partially" be coated with the 
lubricant which is used in grinding and wherein said pigment has substantially 
overlapping ranges of thickness and aspect ratio as that recited in instant claim, and 
specially considering the fact that the disclosed process by the reference is substantially 
similar to the one disclosed in instant application, the above mentioned characteristics 
(i.e. water coverage, relative width distribution, roughness value as calculated from 
water coverage and surface area) are expected to follow from the composition/product 
of the instant reference absence clear and specific evidence showing the contrary. 

Regarding claim 9 , Katsuhiro et al. disclose paint and ink compositions having 
said aluminum flake pigment; the reference, further, discloses that the solvent used for 
those compositions may be water and if so, the aluminum flake pigment is covered with 
a resin composition or a phosphoric compound ([0041]). It is to be noted that 
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"phosphoric compound" is taken to broadly read on the limitation of instant claim 9 
specially with reference to phosphoric acid ester as phosphoric acid ester is a 
phosphoric compound. This is taken to read on the instant limitation of the pigment 
being "at least partially" coated with a phosphoric acid ester. 

Regarding claim 14 , it is to be noted that the "aluminum pigment has been 
oxidized by water in an aqueous chemical process and said aluminum pigment has 
modified color" are process limitations in a product claim; thus, they do not add 
patentable weight to the examination of the product claim. 

Regarding claims 15, 26-30, 35-36, and 39 , Katsuhiro et al. disclose an 
aluminum paste containing the aluminum flake pigment or the aluminum flake pigment 
is sufficiently cleaned and dried for obtaining aluminum powder ([0060]). The aluminum 
of Katsuhiro et al. is used in water-based paint compositions and inks compositions 
([0041], [0045]-[0046]). It is to be noted that paint is a type of coating. 

Regarding claim 38 , the fact that the reference is silent to the aluminum pigment 
being a dusting pigment makes it clear that it is a non-dusting pigment. 

Claims 10-11 and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Katsuhiro et al. as applied to claim 1 above, and further in view of U.S. Patent No. 
5,474,605 to Schmid etal. 

Regarding claims 10-11 . Although Katsuhiro et al. do not expressly and literally 
disclose that the phosphoric compound may act as a passivating inhibitor or anti- 
corrosion, it should be noted that said reference clearly disclose the use of phosphoric 
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compound. Thus, the passivating effect or anti-corrosion effect is expected to follow 
from said compound specially motivated by the fact that phosphorous compounds are 
known to impart passivation and prevent corrosion as that taught by Schmid et al. 
(column 1, lines 59-65; column 2, lines 50-53 and 60-67). 

It is to be noted that Schmid et al. is drawn to aluminum flakes obtained by 
conventional atomization or milling techniques (column 2, lines 5-10). Additionally, the 
combination of the two references is further motivated by the fact that Schmid et al. 
clearly disclose that in order to prevent metallic pigments such as aluminum flakes of 
undergoing an exothermic reaction with water, which in some cases, cause destruction 
of the pigments, it is desired to passivate the metallic pigment such as aluminum flakes 
(column 1, lines 15-50). 

It should be noted that Schmid et al. product is also used in water-based printing 
inks, other inks, and paints (Abstract). 

Regarding claim 37 , it is to be noted that Schmid et al. disclose silicon compound 
such as silanes of the formula I, found in column 2, line 66 to column 3, line 33 of said 
reference to be used in coating aluminum flake to prevent them from corrosion. It is to 
be noted that Schmid et al. is drawn to aluminum flakes obtained by conventional 
atomization or milling techniques (column 2, lines 5-10). Additionally, the combination 
of Katsuhiro et al. and Schmid et al. is motivated by the fact that Schmid et al. clearly 
disclose that in order to prevent metallic pigments such as aluminum flakes of 
undergoing an exothermic reaction with water, which in some cases, cause destruction 



Application/Control Number: 1 0/552,1 1 6 Page 7 

Art Unit: 1793 

of the pigments, it is desired to passivate the metallic pigment such as aluminum flakes 
(column 1, lines 15-50). 

Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Katsuhiro et al. as applied to claim 1 above, and further in view of Schmid et al. and 
U.S. Patent Application Publication No. 2002/0169244 to Ostertag et al. 

Katsuhiro et al., as detailed above, disclose aluminum flake pigments partially 
coated with a lubricant in which the pigments have overlapping ranges of thickness and 
aspect ratio with the ones instantly claimed. Katsuhiro et al., although disclose the use 
of phosphoric compounds which have passivating characteristic, do not expressly 
disclose the coating the pigments with compound such as chromium oxide, silicon 
oxide, zirconium oxide, etc. to impart passivating anticorrosive protection layer. 

However, Ostertag et al., drawn to metallic pigments such as iron oxide disclose 
forming a passivating layer onto said pigment using silicon oxide, zirconium oxide, 
aluminum oxide/hydroxide, phosphate, phosphate, chromium oxide, borate or mixtures 
of the same (claim 6) to form a passivating anticorrosive layer onto the pigments. It is to 
be noted that the motivation for doing so would be the fact that as disclosed by Schmid 
et al., surface of metallic pigments would go through exothermic reaction and cause 
destruction to the pigment, but the anticorrosive passivating layer would prevent that 
(Schmid et al. column 1 , lines 1 5-25). 
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Furthermore, it is to be noted that although Ostertag et al. is using iron effect 
pigments, said pigment is a metallic pigment as disclosed by the reference and Schmid 
et al. is broadly drawn to metallic pigments. 

Claims 25 and 31-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Katsuhiro et al. as applied to claim 1 above, and further in view of U.S. Patent No. 
3,776,473 to Casey etal. 

Katsuhiro et al., as detailed above, disclose aluminum flake pigments partially 
coated with a lubricant in which the pigments have overlapping ranges of thickness and 
aspect ratio with the ones instantly claimed. 

Although Katsuhiro et al. disclose the use of their aluminum pigment is paints or 
ink, they do not expressly disclose of aluminum flake pigments in cosmetics, security 
printing inks, plastics, ceramics, nail polish etc. 

However, the use of aluminum flake pigments in cosmetics, security printing inks, 
plastics, ceramics, nail polish, etc. would be known to a skilled artisan motivated by the 
fact that Casey et al., drawn to aluminum flake pigments produced by wet ball milling 
aluminum powder in the presence of a lubricant (Abstract), disclose that aluminum 
pigments have many utilities such as in cosmetics, security printing inks, plastics, 
ceramics, nail polish, etc. (column 6, lines 33-46). 

Any inquiry concerning this communication or earlier communications from the examiner should be directed 
to PEGAH PARVINI whose telephone number is (571)272-2639. The examiner can normally be reached on Monday to 
Friday 8:00am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jerry Lorengo 
can be reached on 571-272-1233. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information system, call 800- 
786-9199 (IN USA OR CANADA) or 571-272-1000. 
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